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Election Notice for
YLD Offices

Pursuant to Article VII, Section 4 of
the Tennessee Bar Association
Young Lawyers Division Bylaws,

notice is hereby given of the following
elections. Candidates who wish to stand
for election must file with the TBA YLD
Secretary a nominating petition that
includes the name of the candidate, the
position sought and the candidate’s sig-
nature no later than April 1. 

Nominating petitions may be down-
loaded at http://www.tba.org/YLD and
faxed or emailed to YLD Secretary Effie
Bean at 901-680-7339 or effie.bean@
butlersnow.com.

Candidates unopposed for a position
are deemed elected on April 1. Contested
elections will be decided by secret ballot
at the division’s annual meeting on June
15 in Nashville. A successful candidate
must receive a plurality (the greatest
number) of votes. In the event of a tie
vote of the membership, the YLD Board
elects the candidate. In the event of a tie
vote of the board, the YLD president
breaks the tie.

If no qualified candidate files, the presi-
dent-elect appoints a committee to
nominate a candidate or candidates to fill
the position. Such nominations must be
submitted to the secretary no later than
May 1. The nominated individual or indi-
viduals then are subject to the vote of the
general membership at the annual meeting.

For each of the following offices, can-

Proposed Rule Changes at the Patent Office:
A Continuing Controversy
By Michael E. “Roby” Robinson

T he winds of change are howling at the U.S. Patent and Trademark Office (PTO) these
days. The eventual implementation of proposed rule changes that aim to influence,
among other things, the common practice of liberally filing multiple continuing patent

applications is far from certain.1 However, one thing is certain: a lot of folks are hot and
bothered by the prospect.2 If your law practice does not involve patent prosecution or patent
litigation, you may be asking, “Why should I care?” One answer is that big business cares.3

Indeed, almost all clients experience the effects of economic forces at work among large busi-
ness entities. Another reason is that the proposed rules originated from the PTO, not
Congress. Many commentators see this rulemaking sequence as more than a mere constitu-
tional hiccup.4 Finally, there is disagreement whether the proposed rules would serve their
stated purpose (to make prosecution more efficient and increase the quality of issued
patents5) as well as the overall necessity, propriety and effectiveness of the changes.

Some background on the subject of U.S. patent law may be helpful before we jump into a
detailed discussion of the proposed changes. The first thing to note is that American patent

continued on page 11 continued on page 10



THE PRESIDENT’S CORNER

It Takes a Bar Association
By Lisa Sherrill Richter

Over 500 new attorneys recently
were admitted to the practice of
law in Tennessee. I was fortunate

enough to attend the reception at the Ten-
nessee Bar Center in Nashville and meet
some of these new lawyers. It brought back
memories of my own “bar birthday” and
started me thinking about the beginnings
of my law practice and the things I wish I
had known then that I know now. On
Sunday, I was sitting in church when a
new baby was baptized and committed to
the care of the congregation. And then it
dawned on me. Just as that child was com-
mended into the household of faith, so are
these new admittees commended to us.

A few years ago there was a saying “It
takes a village to raise a child.” I think it
takes a bar association to raise a lawyer. I
was fortunate to be “raised right” in the
law. Between college graduation and
entering law school, I worked as a runner
for a law firm in Orlando. There I was able
to see the practice of law from the perspec-
tive of the support staff. Trust me when I
tell you that I still remember the attorneys
who were kind to me as well as the ones
who were not! The attorney who told me
fetch him an orange juice from the kitchen
because his time was worth “X number of
dollars per hour” did not get his filing or
copying done in a particularly tidy or effi-
cient manner. The attorneys who
explained why discovery was different
from pleadings and asked nicely for copies
got their work neatly stapled, filed and col-
lated. And sometimes, they got an orange

juice without even asking.
When I began my prac-

tice in Springfield, I was
fortunate enough to fall
into one of the best local
bar associations. I was able
to call on lawyers with
more experience and ask
them for help. They
shared their knowledge of
the clerk’s office and the
judges. They read my
briefs and gently suggested
revisions. They were
incredibly patient with
someone whose only trial
experience was a moot
court class and coaching
mock trial. One day, while
in court, I realized that my
client had failed to pro-
vide some crucial
information that my
opponent had a right to
know. As I told the oppos-
ing attorney about the
situation, I realized that if
he wanted to proceed, he
would have a slam-dunk
case. To my amazement,
he advised that if we
asked for a continuance, I
could give him the infor-
mation, he would go over
it and we would re-set the
case for trial. There is no
doubt in my mind that he
gave up a certain victory to do the right
thing. I was very thankful that he had not
used the occasion to take a cheap shot at a
young lawyer. Sure, not every attorney was
as kind or helpful and there were several
who took advantage of my inexperience. I
remember them as well and I truly hope I
never emulate their tactics. 

As we welcome these newly minted
attorneys to the practice of law in Ten-
nessee, I challenge you to do your part in
raising them along with the rest of the bar.
Go out of your way to welcome attorneys
unfamiliar with your county or area of the

law. Take time to answer questions and
share your experiences. When given a
choice between doing the right thing or the
easy thing, do what you know to be right.
The practice of law is a calling and profes-
sion but it demands much of us: we are
called on to deliver bad news to clients
(who may blame the messenger), we are
often the target of jokes, and we sometimes
have to sacrifice time with family or friends.
I hope, though, that when we deal with
each other we offer understanding, patience
and kindness. One day we might just need
the same from opposing counsel. ■

Lisa Sherrill Richter is the 
current YLD president. She
practices law in Springfield with
the Law Offices of Larry D.
Wilks and can be reached at
lrichter@larrywilks.com.
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Tennessee Bar Association president, Larry Wilks, welcomes new
attorneys to the profession of law.
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In August 2003 most of the members of
the 2007 graduating class entered the
hallways of the Nashville School of

Law (NSL) in a small two-story building
on Sidco Drive in Nashville. They seemed
a bit overwhelmed and often had that
“deer in the headlight” look, which I’m
certain those who have experienced the
first year of law school would recognize. As
time progressed and the mind-numbing
exercise of reading for contracts and torts
took over, most of the 200 class members
seemed to find their groove. I know,
because I was there.

During orientation, we were all given
the “look to your left, look to your right”
speech and quietness overtook the room. I
recall leaving orientation and thinking
how horribly cruel the speakers had been.
But when Christmas break was over and
nearly 20 students did not return, I was dis-
appointed to learn that the administration
really did know what they were talking
about. The remainder of that year was a
blur — so much studying, briefing, high-
lighting and coffee. But when it was over
and grades were posted, I, along with my
classmates, breathed a sigh of relief. We
had accomplished something.  

The following year was much ado about
a new building being constructed and/or
remodeled. There was a great deal of antic-
ipation and frustration as rumors ran
rampant about where our new home would
be located. Finally, in 2005, students excit-
edly walked through the doors of a brand
new, state-of-the-art building. It was an
amazing structure; so very different from the
location where we started our law school
careers. Finally, NSL had a building that
was appropriate, considering the reputation
of our impressive little law school. While
the newness of the beautiful building may
have worn off by now, there is no denying
that amazing things continue to happen in
the hallways and classrooms. Those same
nervous, “deer in the headlight” looking
students are now about to graduate, take the
bar exam and become practicing attorneys.
As we prepare to make our exit, it seems
right to take a moment and look back. 

The Nashville
School of Law, the
oldest law school
in Tennessee, was
founded in 1911 as
one of the nation’s
first night law pro-
grams. The school
was established by
then recent Van-
derbilt graduates
and was specifi-
cally designed for
those individuals
who sought to
obtain a law
degree, but could
not do so during
the day. The law
school has been in
operation since
that time and has bestowed law degrees on
more than 2,900 graduates. The school is
known for producing practical attorneys
with a true spirit of advocacy. The faculty
members are well-respected practicing
attorneys and judges, many of whom enjoy
regional and national reputations in their
areas of expertise. My classmates and I
have had the pleasure of learning the law
from former Justice Adolpho Birch Jr.,
Judge Steve Daniel, Judge William Koch,
Judge Carol Solomon,  Judge Steve Dozier,
John Lewis, Hal Hardin and Marshall
Davidson, to name a few. These faculty
members represent the cutting edge and
forward thinking elements of our legal
community and they bring a rich and
diverse variety of professional experience
to the classroom. 

Today, the NSL student body consists of
627 students: 192 first-years, 170 second
years, 121 third-years and 144 in their
fourth year of study. Applications for
admission have remained at all-time highs
for several years, with the number of appli-
cants far exceeding the school’s capacity.
In an exciting new development, this
year’s incoming class has been divided into
two terms. One class of 90 students began
in August 2006, while a second class of 85

began this February. By now, these stu-
dents have heard the “look to your left,
look to your right” orientation speech. I’m
sure they experienced the same horror. I
hope they prove the administration wrong.   

NSL made the decision to split the
entering class into two divisions for a num-
ber of reasons. First, the school wanted to
give students a greater opportunity to get to
know and interact with professors, faculty
and administration. Second, by creating
two smaller, more cohesive groups of first
year students, the administration hoped to
reduce the sense students have of feeling
overwhelmed. Third, offering students the
opportunity to start classes in February
allows for a completely different schedule
for the rest of the year. Under this alterna-
tive calendar, the February class will meet
through the summer and end in November
— allowing students with families to have
more time at home during Thanksgiving
and Christmas. Once again, NSL brings
flexibility to the pursuit of a law degree.

Although I am biased, I think the
Nashville School of Law’s approach to legal
education produces graduates who are pre-
pared to hit the ground running. Ben
Parsley, class of 2007, summed it up this

SPOTLIGHT ON TENNESSEE LAW SCHOOLS

A Look Back: Reflections From a Graduating NSL Student
By Patti Garner

Nashville School of Law’s reputation for excellence and the distinguished
careers of its graduates have created an increasing demand for enrollment.
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W hen I was asked by the YLD pow-
ers that be to write a profile of
the one-and-only Laura Steel my

first worry was how I could possibly do her
justice. Who else can effectively navigate
the intricacies of ERISA in one breath,
and in the next, adeptly explain why you
shouldn’t “go for it” on fourth and three
from your own 35? Never have I known a
more versatile, talented and energetic soul.
So, humbly, very humbly, I accepted the
challenge of profiling a good friend of
mine and good friend of the bar.

I also should mention that unlike previ-
ous “victims” of the YLD profile, Laura has
had no input whatsoever in this article. In
fact, she does not even know she is being
profiled and will learn of this newest dis-
tinction as she picks up her TYL along
with you, the reader. Thus, if there are
glowing accolades in this writing, they are
hers. If there are glowing inaccuracies,
they are mine.

Laura and I both graduated from the
University of Tennessee College of Law in
1999. That year Laura served as president of
the Student Bar Association. When she
wasn’t handling SBA business, she typically
could be found on any given Saturday after-
noon near the 50-yard line at Neyland or,
on any given Saturday night, in the middle
of the dance floor at Charlie Pepper’s. This
is not to say, of course, that Laura wasn’t a
serious and motivated student. In fact,
Laura excelled during our days at the Col-
lege of Law and, thereafter, landed an
enviable position at the highly regarded
Kingsport law firm of Hunter Smith &
Davis LLP, where she is now a partner and
continues to distinguish herself.

Laura’s practice areas include labor and
employment law and commercial litiga-
tion, with a specific emphasis on defense of
discrimination and harassment claims,
unemployment compensation defense,
affirmative action compliance and general
employer counseling. She is frequently
called upon by clients and community
organizations to share her expertise in labor
and employment law. She also is frequently
called upon by me when I have questions
that fall in her realm of expertise!

That Laura has distinguished herself in
her legal community is evident by the long
list of speeches and publications she has
authored during her tenure at Hunter,
Smith & Davis. Likewise, she has been
drafted to serve as treasurer for several sig-
nificant local political campaigns, further
evidencing the leadership Laura has shown
in her practice and her community. For
those of us who have known Laura for
some time, it comes as no surprise that she
should become a rising star on many
fronts. Perhaps her most interesting
achievement is earning a coveted anchor
spot on the local television show
“Kingsport ChamberZone,” which airs
weekly in the Tri-Cities area. We’re all
hoping that the next opening on the
“Today Show” will be hers!

While Laura’s professional accom-
plishments have earned her a great deal

of respect from those who know and work
with her, it’s her kind heart that makes
her truly exceptional. Laura takes her
obligation to put the “volunteer” in the
Volunteer State very seriously. Over the
years, she has devoted significant
amounts of time and talent to many
worthwhile causes, including Court
Appointed Special Advocates (CASA),
the United Way and the Susan G.
Komen Foundation’s Race for the Cure.
In fact, several years ago, I invited Laura
to participate on a Race for the Cure
team with me in Knoxville, which she
gladly did. However, in true Laura fash-
ion, after participating for several years
in Knoxville, she decided it was high
time for the Tri-Cities to have its own
race. So, in the fall of 2006, Laura joined
a committee to make that goal a reality.
Last year, the Tri-Cities celebrated its

FACE OF THE YOUNG LAWYER

The Versatile, Talented and Energetic Laura Steel
By Tasha C. Blakney
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Laura Steel, pictured in her office, was recently named a partner in the Kingsport law firm of
Hunter, Smith & Davis LLP.
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first ever Race for the Cure. Laura’s
energy and efforts helped raise a signifi-
cant amount of money and awareness for
breast cancer research in her community.

In addition to community service,
Laura has excelled at bar service. Laura
served the Tennessee Bar Association
(TBA) Young Lawyers Division (YLD)
from 2002-2006 as the inaugural chair of
the Law School Outreach Committee.
Her service was noted by the TBA and
earned her the TBA YLD President’s
Award. Cindy Wyrick, then YLD presi-
dent, says, “Laura is the type of person
you can trust with any project without
hesitation or reservation. If she says she’ll
accomplish a goal, you can count on it.”
Laura’s service also earned the TBA YLD
national recognition from the American
Bar Association (ABA). Her vision for
the law school outreach program led the
ABA YLD to invite her to its 2006 fall
conference in Baltimore to present
details of the successful program she
launched in Tennessee.

In addition to the YLD President’s
Award, Laura has earned recognition as the
TBA YLD Star of the Quarter on several
occasions, has been listed in “40 Under 40”
and has been named a “laudable lawyer” by
Marquee Magazine (May of 2006). Truly,
everything Laura touches turns to gold; or,
perhaps, I should say orange.

Orange to her core, Laura is also an
exceptional supporter of all things UT.
She serves on the UT College of Law
Dean’s Alumni Counsel and has been
awarded the Dean’s Citation for Extraor-
dinary Contributions to the College of
Law. In addition to these accolades, Laura
enthusiastically lends vocal support to
UT’s efforts on the gridiron. In fact, while
Laura has boundless energy and optimism
for UT football, I have heard firsthand the
limits of her vocal chords. Sundays during
football season bring laryngitis for our
friend. Of course, this does keep her down.
She dutifully reports to her hometown
church on Sunday mornings (voice or no
voice), where she plays the piano and vol-
unteers in many capacities. Surely her
friends in the congregation understand

that Laura cannot actually join them in
raising a joyful noise unto the Lord on
those particular Sundays because she
raised a different kind of noise on behalf of
the Vols the day before.

With that type of commitment to UT
football, it is only fitting that Laura met
the true love of her life while attending a
game at Neyland Stadium. In the fall of
2004, I dragged Laura to a tailgate party
before a home game. We had several
stops to make that day (traveling with
Laura means a lot of stops), but she
humored me and we stopped at the single
tailgate party on my list first, with plans
to make the rounds to three other parties
on Laura’s list sometime before kickoff.
We never made it to those other three
parties. Laura met Chris Woods at a park-
ing garage tailgate party that afternoon
and, after that, the two were inseparable.
Laura and Chris were married at a sunset

ceremony on the beach in South Car-
olina on Aug. 15, 2006. I don’t remember
if the Vols won the day they met, but I’m
still waiting for my finder’s fee.

These days you can find the blissful
newly-wed Laura still doing what she’s
always done: working hard for her clients
and her community, volunteering her time
and talents, doting on her cats, spoiling her
nieces rotten and following very closely the
UT recruiting class. What’s next for Laura?
I’m not sure, but if her past is any indicator,
she’ll amaze us all. ■

Tasha practices civil litigation and criminal
defense law in the Knoxville firm of Eldridge
& Blakney PC. She currently serves the TBA
YLD as East Tennessee Governor and young
lawyer delegate to the TBA and ABA House
of Delegates. She can be reached at
tblakney@eblaw.us.

Clockwise from upper left: Laura, moments before her wedding ceremony; newlyweds Laura
and Chris; Laura and Chris following their wedding on the beach; Laura, and co-host Bob Feagins
with the Kingsport Chamber of Commerce, anchor the news desk for Kingsport ChamberZone.
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During the TBA Leadership Confer-
ence Jan. 12-13, the Young Lawyers
Division presented Toni New of

Kingsport with the 2007 CASA Volun-
teer of the Year Award. New was
nominated by Connie Steere, executive
director of CASA for Kids Inc. in
Kingsport, who described her as “advocacy
in action.” Indeed, New has been an
active volunteer with CASA and a strong
advocate for both the program and the
children it serves. 

New has worked as a CASA volunteer
in Sullivan County, Division II Juvenile
Court for over 10 years. According to
Steere, New’s greatest contribution has
been her exemplary casework. Whether
working to achieve permanency for an
abused child, advocating for a young per-
son with special needs or protecting a
child from a dangerous home environ-
ment, New has proven that she has the
tenacity and creativity needed to get
results. In addition to helping neglected

and abused children, she
also has assisted the agency
with fundraising, become a
vocal voice for the pro-
gram, recruited additional
volunteers (including her
own husband) and men-
tored new volunteers.
Within the last few years,
New has taken her work
with children to a new
level: obtaining her doc-
torate degree and opening
her own counseling and
supervised visitation serv-
ice while continuing to
serve with CASA. 

New’s tremendous com-
mitment to the CASA
program and to the well
being of all children exemplifies the volun-
teer spirit the YLD seeks to recognize and
reward through the CASA Volunteer of the
Year Award. ■

Stacey serves on the staff of the TBA as direc-
tor of the Young Lawyers Division. She can be
reached at sshrader@tnbar.org.

YLD IN THE COMMUNITY

Toni New Named 2007 CASA Volunteer of the Year
By Stacey Shrader

Jason Long (left), acting chair of the YLD Children’s Issues
Committee, presented the 2007 CASA Volunteer of the Year
Award to Toni New (center). Toni was accompanied by her
husband Al New (right).

More about CASA

Each year, the YLD recognizes a Court Appointed Special Advocates (CASA) volunteer from nominations made by the exec-
utive directors of Tennessee’s local CASA agencies. The award, first given in 2005, is designed to honor the outstanding
efforts of a volunteer who goes the extra mile in his or her work with a CASA program in the state. There are currently 15

CASA agencies in the state serving 26 counties. CASA volunteers are appointed by judges to advocate for the best interests of
abused and neglected children and to ensure those children do not get lost in an overburdened legal system or languish in an inap-
propriate group or foster home. For more information about CASA visit http://www.tncasa.org.

Tennessee’s CASA Agencies
CASA for Kids
Kingsport
(423) 247-1161

CASA of the Center for Family
Development
Shelbyville
(931) 684-4676

CASA of East Tennessee
Knoxville
(865) 329-3399 

CASA Inc. of Davidson County
Nashville
(615) 425-2383

CASA of Maury County
Columbia
(931) 381-4733

CASA of Memphis & Shelby County
(901) 405-8422

CASA of Northeast Tennessee
Johnson City
(423) 461-3500

CASA of Robertson County
Springfield
(615) 382-5066

CASA of Rutherford County
Murfreesboro
(615) 904-6996

CASA of the Tennessee Heartland
Oak Ridge
(865) 425-0888

Hamilton County CASA
Chattanooga

(423) 209-5100

Madison County CASA
Jackson
(731) 427-5554

Putnam County CASA
Cookeville
(931) 520-8733

Sumner County CASA
Gallatin
(615) 451-1688

Williamson County CASA
Franklin
(615) 790-5464

Wilson County CASA Inc.
Lebanon
(615) 443-2002
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District 1 
(Carter, Greene, Hamblen, Hancock,
Hawkins, Johnson, Sullivan, Unicoi and
Washington counties)

Event: Cosponsoring a pancake break-
fast fundraiser to benefit CASA for Kids
Inc. in Kingsport

Date: April 28
Contact: Myers Massengill, 423-764-

1174, massengillmyers@netscape.net  

District 2 
(Anderson, Campbell, Claiborne, Cocke,
Fentress, Grainger, Jefferson, Scott, Sevier
and Union counties)

Event: Sponsoring a fundraiser and
open house to benefit Safe Harbor, a new
child advocacy center in Sevierville

Date: May 3
Contact: Katrina Atchley, 865-453-

2866, kat.atchley@seviernet.com

District 3 
(Knox County)

Event: Hosting a charity bartending
event at Knoxville’s Preservation Pub to
benefit CASA of East Tennessee 

Date: April 11, 5 p.m.
Contact: Michael Brezina, 865-546-

9611, mbrezina@hdclaw.com 

District 4 
(Bledsoe, Blount, Bradley, Loudon,
McMinn, Meigs, Monroe, Morgan, Polk,
Rhea and Roane counties)

Event: TBD
Date: TBD
Contact: Justin Martin, 865-980-1629,

jmartin@kizer-black.com

District 5 
(Hamilton County)

Event: Partnering with the Chat-
tanooga United Way’s Day of Caring
program to improve school facilities

Date: TBD
Contact: David McDowell, 423-756-

5171, dmcdowell@gplace.com

District 6 & District 7 
Event: Holding an items drive to ben-

efit Families in Crisis, a domestic violence
shelter that serves Warren, Grundy and
Sequatchie counties

Date: April 23-27
Contact: District 6 Representative

Rachel Moses, 931-528-7436,
rmoses@lglaid.org (Clay, Cumberland,
DeKalb, Jackson, Overton, Pickett, Putnam,
Van Buren, Warren and White counties)

District 7 Representative Amelia
Luna, 931-455-7000, aluna@las.org (Can-
non, Coffee, Franklin, Grundy, Marion,
Rutherford and Sequatchie counties)

District 8 
(Macon, Smith, Sumner, Trousdale and
Wilson counties)

Event: Coordinating a free legal clinic
for low income and elderly citizens at
Hearthside at Castle Heights, a non-profit
assisted living center in Lebanon

Date: April 28
Contact: David Veile, 615-443-8777,

dveile@comcast.net

District 9 
(Davidson County) 

Event: Holding a fundraiser to benefit
CASA of Davidson County

Date: TBD
Contact: Shannone Raybon, 615-277-

0702, sraybon@bellsouth.net

District 10 
(Cheatham, Dickson, Houston,
Humphreys, Montgomery, Robertson and
Stewart counties)

Event: Holding a fundraiser and items
drive to provide backpacks, school supplies
and toiletries to children in foster care

Date: TBD
Contact: Ray Runyon, 931-647-3377,

rfrunyon@runyonandrunyon.com

District 11 
(Bedford, Giles, Hickman, Lawrence,
Lewis, Lincoln, Marshall, Maury, Moore,
Perry, Wayne and Williamson counties)

Event: Holding a fundraiser for CASA
of Maury County

Date: TBD
Contact: Wes Bryant, 931-388-4022,

wbryant@hardinandparkes.com

District 12 
(Benton, Carroll, Crockett, Dyer, Gibson,
Henry, Lake, Obion and Weakley counties) 

Event: TBD
Date: TBD
Contact: Wes Shumate, 731-286-5323,

wshumate@dyerlaw.net

District 13 
(Chester, Decatur, Fayette, Hardeman,
Hardin, Haywood, Henderson, Lauderdale,
McNairy, Madison and Tipton counties)

Event: Planning a 5K run to benefit
CASA of Madison County

Date: May 5
Contact: Anna Banks, 731-423-5800,

abanks@tndagc.com

District 14 
(Shelby County)

Event: Organizing attorneys to spend
the day at the Porter-Leath Children’s
Center in Memphis working with chil-
dren in the morning and completing a
service project in the afternoon

Date: May 1
Contact: Brian Faughnan, 901-525-

3234, brian.faughnan@arlaw.com ■

Public Service Day Projects Announced

Each year in conjunction with Law Day, the YLD plans and executes a major volun-
teer effort among lawyers in the state of Tennessee. District Representatives
identify projects that benefit individuals, neighborhoods or non-profit organiza-

tions and all local attorneys are invited to participate. Please contact your district
representative for more information. Here is the line-up for 2007:
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W herefore, hereto, hereinafter.
Words that before law school we
didn’t even know existed. But

our legal education changed all that. By
the time we graduated, we could spew
these high-falutin’ verbalisms quicker than
a politician could tell a lie. Why? Because
we wanted to sound like lawyers. 

In case you haven’t noticed, lawyers are
the only people who talk this way. As a
result, when we politely explain to our par-
ents that, “hereinafter we use our middle
initial, with said middle initial empha-
sized,” they look at us as if we were Mike
Tyson before a fight — scary and freaky.
Impervious to the sideways glances and
glazed expressions, we prattle on. The big-
ger words we use, the better lawyers people
will think we are, right?  Wrong. 

So how do we change our ways? After
all, three years of law school “learned” us
(i.e., tattooed our subconscious with) these
habits. Regardless, it is high time we
“unlearned” them. How? 

First, read well-written books. Like kids,
we imitate what we see and read. Read
Willa Cather novels. Read A Civil Action.
Read Crow Lake. Read The Kite Runner.
Read Adams. 

S e c -
ond, read
b o o k s
a b o u t
good writ-
ing. Legal
Writing in
Plain English
by Bryan Gar-
ner, the guru of
legal writing, is a
gem. Garner gives
tips on how to obliterate all gobbledy-
gook from legal writing. His suggestions
include omitting needless words, keeping
average sentence length to 20 words, avoid-
ing doublets and triplets and making
everything you write easy to translate to the
spoken word. A second recommendation is
Mark Painter’s The Legal Writer. A court of
appeals judge in Ohio, Painter has seen the
good, the bad and the ugly when it comes to
legal writing. From these experiences he
compiled this primer for legal writing. His
advice? Avoid over-chronicling (most dates
are clutter), use “but” and “and” to begin
sentences and avoid unnecessary preambles.
He offers 40 different tips, each of which is
useful in everyday practice.

We need these pointers because
legal writing and speaking has

reached a new nadir. But, if
we strive to write and speak
with clarity, our parents,
and those less tolerant of
our kind, won’t view us as

scary and freaky. Instead,

they will see us as regular human beings.
And who knows, they might even listen. ■

Jason, who considers himself a “country
bumpkin” lawyer, works in the Camden law
office of Charles L. Hicks. He can be reached
at jpearcy_hickslaw@bellsouth.net.

way: “NSL provides a practical learning
experience. The instructors are practicing
attorneys and judges who teach material
from the point of view of their day-to-day
lives in practice or in the courtroom. Addi-
tionally, having the opportunity to work in
the field of law while attending school has
been very beneficial. I will be able to step
into a courtroom with the confidence and
knowledge of a tenured attorney the day I
get my bar results. I would not have had this
experience if it wasn’t for the opportunity to
work while completing my law degree.”

Even experts agree! During a recent
joint lecture given by the Board of Law
Examiners and the Tennessee Lawyers
Assistance Program, one of the presenters
said that research data shows that, “persons

who graduate from four-year law school
programs are believed to be better equipped
to handle the practice of law.” The lecturer
went on to say that this is so because of the
practical teaching style, the real-life experi-
ences of instructors and the requirement
that students become well organized in
order to manage an often overwhelming
lifestyle that includes work, school and
family. While I do not know if this really is
true, I remain hopeful that the real-life
experience of maintaining an active life
(working, volunteering and raising chil-
dren) while managing to get through law
school will have some kind of reward.

This will be my last article for the TBA
as a law student. I have enjoyed my time
as a TBA liaison for NSL and I am hope-

ful that the person who picks up the torch
will have as much fun as I have. It has
been my pleasure getting to know so many
members of the Tennessee legal commu-
nity and I greatly appreciate each one for
kindnesses shown and willingness to give
advice, research tips and answers to my
questions. To my law school colleagues
around the state who are graduating this
year, I say, “Congratulations.” I look for-
ward to seeing all of you on the other side
of the bar exam. ■

Patti has served as a student liaison to the
TBA for the last three years. She can be
reached at PattiBGarner@aol.com. 

SPOTLIGHT ON NASHVILLE  SCHOOL OF LAW
continued from page 3

PRACTICE TIPS

Say What?
By Jason Pearcy

[H]ereinafter we use 
      our middle initial, 
   with said middle 
   initial emphasized.
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Online legal research is now avail-
able free to all Tennessee Bar
Association members through an

agreement with Fastcase, a leading online
legal research firm.

This new TBA member benefit is
national in scope, including more than just
Tennessee law. The service includes cases
from the U.S. Supreme Court from 1 U.S. 1
to present, the U.S. Courts of Appeal from
1 F.2d 1 to present, federal district courts
from 1924 to present, Tennessee’s federal
bankruptcy courts from 1 B.R. 1 to present,
and appellate courts from all 50 states back
to at least 1950. It also includes statutes,
regulations, constitutions and court rules
from all 50 states and federal sources. But
here’s the really good news: TBA members
get unlimited usage, unlimited customer
service and unlimited printing — all at no
cost. Fastcase also provides free access to a
comprehensive and searchable newspaper
archive, with the option of printing individ-
ual articles for a nominal fee.

Fastcase is Web-based, so members don’t
have to keep up with discs or take the time
to download software. It is accessible any-
where lawyers have Internet access, 24
hours a day, 7 days a week — at the office,
at home or on the road. The service is
updated daily and includes both official
citations and citations to commercial
reporters — both at the header of the case
and within the case for “star pagination.”

Some of the standout features of Fast-
case are its “best-case-first” ranking of
search results, which works like other Web
search engines, with the most relevant
results at the top of the list. In addition,
users can decide which cases are most rele-
vant, sorting by date, how often the case
has been cited or alphabetical order.
Searches within Fastcase work like most
other commercial legal research systems
with options to search by terms and con-
nectors, natural language or citation.
Finally, one of the most popular features of
the product is its option for dual-column

printing in Word, PDF or WordPerfect-
compatible Rich Text Format. 

Fastcase is easy to use so no new train-
ing should be required. For those who want
a little more detail however, there is a five-
minute tutorial on the site. In addition,
Fastcase offers unlimited and free tele-
phone and real-time Web-chat support.

So what are you waiting for? Check out
this service today. Members may access
Fastcase by logging on to the TBALink
Web site, www.tba.org, clicking on the
Fastcase logo and signing in with a current
TBALink password. 

For questions about this service or any
other TBA member benefit, contact 
the association’s membership director,
Sarah Stair, at 615-383-7421 or
sstair@tnbar.org. ■

Barry is assistant executive director of the
TBA and master of all things technological.
He can be reached at bkolar@tnbar.org.

TECHNOLOGY AND THE LAW

Introducing Fastcase: A New (and Free!) Online Legal Research Tool
By Barry Kolar
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Mock Trial 101
By Colleen Sweeney

On Nov. 15, 2006, the 2007 Ten-
nessee State High School Mock
Trial Competition case materials

were posted on the Tennessee Bar Asso-
ciation’s web site at www.tba.org/
mocktrial. This year’s criminal case,
State of Tennessee, Prosecution v. Casey
Nefflen, Defendant, involves a former
assistant district attorney charged with
murdering a defense attorney who pre-
vailed over him at trial. 

Students, teachers and coaches around
the state are preparing, as you read this, for
local competitions. The students and their
attorney coaches have from November
until February to prepare, rehearse and
“scrimmage” their team and other teams in
preparation for these local contests. The
state is divided into 13 mock trial districts,
each with its own district coordinator. A
map of the districts, as well as contact
information for each coordinator, are
available on the TBA mock trial website.
Please contact your district coordinator to

find out how to get involved. 
Teams prevailing at local competitions

advance to the state competition, which is
hosted by the TBA Young Lawyers Divi-
sion. It is the largest undertaking our
members conduct on a yearly basis. This
year, the state competition will take place
March 23-24 in the A.A. Birch Building
in downtown Nashville. Hotel accommo-
dations are reserved at the Doubletree
Hotel. Attorney volunteers who score two
or more rounds are eligible for a free night
stay at the hotel.

Beginning in 2007, attorneys coaching
mock trial teams will be eligible to receive
CLE credit for their devotion, time and
hard work. The Tennessee Commission on
Continuing Legal Education and Special-
ization has created a course entitled
“Coaching Tennessee High School Mock
Trial Competition 2007,” which will award
one-half of the general CLE requirements,
or 7.5 credit hours. For those coaching
teams: once your competition is complete

(regardless of whether your team qualifies
for the state competition) please submit
your name and BPR number to Mock Trial
Committee Chair Adam Knight by fax at
(615) 256-8386 or by e-mail at
aknight@sedlaw.com. Adam in turn will
submit one list to the CLE Commission.
Attorneys will be charged $2 per credit
hour, or $15 for 7.5 CLE hours, as a filing
fee. Many thanks to Adam for establishing
this first-ever opportunity for deserving
coaches to receive CLE credit.

It’s not too late to volunteer for the
state competition. Please contact Adam or
me for more information about how you
can contribute to this good cause. See you
in March! ■

Colleen is vice chair of the TBA YLD Mock
Trial Committee. She works in the Nashville
office of Stewart, Estes & Donnell PLC and
can be reached at csweeney@sedlaw.com.

didates must be under age 36 or within
five years of practice at the time they
would assume office.

YLD Vice President
Length of Term: 1 year

Position automatically ascends to the
office of president-elect after one year
and then to the office of president in the
third year. This year, candidates must
reside in the Middle Grand Division.

East TN Governor
Length of Term: 1 year

Candidates must maintain residency
in the Eastern Grand Division.

Middle TN Governor
Length of Term: 1 year

Candidates must maintain residency
in the Middle Grand Division.

West TN Governor
Length of Term: 1 year

Candidates must maintain residency
in the Western Grand Division. 

Secretary
Length of Term: 1 year

Treasurer
Length of Term:  1 year

District Representatives from Odd
Numbered Districts
Length of Term: 2 years

Candidates must reside or maintain a
principal office in the district they seek
to represent.

District 1: Carter, Greene, Hamblen,
Hancock, Hawkins, Johnson, Sullivan,
Unicoi and Washington counties

District 3: Knox County

District 5: Hamilton County

District 7: Cannon, Coffee, Franklin,
Grundy, Marion, Rutherford and
Sequatchie counties

District 9: Davidson County

District 11: Bedford, Giles, Hickman,
Lawrence, Lewis, Lincoln, Marshall,
Maury, Moore, Perry, Wayne and
Williamson counties

District 13: Chester, Decatur,
Fayette, Hardeman, Hardin, Haywood,
Henderson, Lauderdale, McNairy, Madi-
son and Tipton counties

ELECTION NOTICE FOR YLD OFFICES
continued from page 1
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law, like copyright law, is grounded in the
U.S. Constitution under Article I.6 The
modern U.S. patent statute is codified at 35
U.S.C. §1 et seq. (the Patent Act) and the
current term for a utility patent is 20 years
from the filing date of the application.7 The
claims of a patent are very similar to the
metes and bounds of a real estate property
line and are almost unanimously considered
to be the most important part of a patent
application. Keeping these tenets in mind,
we enter the lair of contention: the issue of
continuing applications.

Continuing Application
Process
Perhaps the best place to start this discus-
sion is with the original or “parent”
application.8 The original application
includes a disclosure with a written descrip-
tion of the invention, at least one claim
and in most cases one or more drawings.9 A
continuing application, or “child” applica-
tion, is a subsequently filed application
including all or part of the disclosure of the
parent application, such that the child
application benefits, at least in part, from
the filing date of the parent application.10

To “benefit from” a particular filing date
means that a subsequently filed application
is treated as if it were filed on the same day
as the application from which it benefits.11

A continuing application may be subcat-
egorized as either a continuation12 or a
continuation-in-part (CIP)13,14. A CIP
includes new disclosure, commonly referred
to as “new matter.”15 Any claims supported
by new matter in the CIP application will
not benefit from the filing date of the par-
ent application.16 However, any claims in
the CIP supported by the disclosure in the
parent application may benefit from the fil-
ing date of the parent application.17

In many industries, particularly the
biotechnology sector, an invention may
include a wide assortment of embodiments,

some of which are not discovered or made
workable until after a patent application
has been filed. In this situation, the parent
application, disclosing basic subject matter
of the invention, typically has the potential
for further refinement via the filing of con-
tinuing applications. However, after the
parent application issues as a patent (or
after the parent application becomes aban-
doned), no continuing application may be
filed.18 Since the average time span for the
prosecution of a patent is about three years,
an applicant has about three years to file a
first continuing application.19 While the
child application is pending, a “grandchild”
application (which benefits at least in part
from the filing date of the child applica-
tion) may be filed. Many companies choose
to maintain at least one application for a
specific invention pending at all times,
allowing for a “family” of continuing appli-
cations to emerge. Such practice, if
performed within all relevant statutes and
rules, is perfectly legitimate, although the
continuing application practice is no
stranger to abuse.

Potential for Abuse
Prior to a number of legislative changes
brought about by abuse of this system in the
latter half of the 20th century, continuing
application practice allowed inventors to
extend the life of patents beyond the for-
mer 17-year period. One reason this was
possible was because the term for a patent
was 17 years from the issue date, rather
than from the filing date.20 Now that the
term of an original utility patent (or any
continuing application benefiting from the
filing date of a parent patent) is limited to
20 years from the filing date, virtual patent
term extension as exemplified above is
much less of a threat.21

However, the potential for abuse
remains. For example, applicants and/or
patent practitioners still may improperly
gain the benefit of the parent application’s
earlier filing date by remaining silent as to
which claims in a CIP application are new
and which claims should benefit from the
parent application’s filing date.22 This
manipulation of the system is possible
because PTO examiners seldom, if ever,

review CIP applications to determine
which claims should benefit from the par-
ent filing date and which claims should
receive the filing date of the child applica-
tion. The PTO has repeatedly commented
that examiners are simply swamped with
applications, many of which are continu-
ing applications.23 This burden may be
contributing to the substantial backlog of
patent applications that has been growing
steadily over a number of years.24

The PTO also has asserted that the fil-
ing of multiple continuing applications for
a single parent application adds to ineffi-
ciency by requiring patent examiners to
“rework” parent applications in the related
child applications, grandchild applications
and so on.25 A third concern voiced by the
PTO is that the public notice function of
patent claims is destroyed when applicants
are allowed to file an endless litany of con-
tinuing applications.26

Proposed Changes
As a result, the PTO has taken matters into
its own hands. On Jan. 3, the office posted
proposed changes to the rules governing
continuing applications.27 The proposed
rules state in part that an applicant would
be allowed to file one continuing applica-
tion without meeting any other
requirements. Additional continuing appli-

cations, however, would require submission
of a petition and proper showing of reasons
for filing.28 If implemented, such rules
would leave the applicant with a Hobson’s
choice: (1) file an application during the
initial developmental stages of an inven-
tion, thereby forcing early use of the “free”
continuing application,29 or (2) wait until

Proposed Rule Changes at the Patent Office: A Continuing Controversy
continued from page 1

"If implemented, [the 
proposed rule changes]
would leave the applicant
with a Hobson's choice..."

" A separate and perhaps
more intriguing issue is
whether the PTO has the
constitutional authority 
to promulgate these 
proposed rules."
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the latter stages of an invention’s develop-
ment in order to craft a more refined
disclosure in the parent application while
running the risk of being circumvented by
a competitor.30

Market Impact Questions
Now that continuing application prac-

tice and the related proposed rules are as
clear as the Mississippi River, we get to the
“why should I care?” part. If the proposed
rules regarding continuing applications
become official, many biotech companies
will be forced to revamp their strategies
with of filing patent applications during the
innovation cycle of their respective tech-
nologies. For example, in a typical
pharmaceutical application, the “original
application may recite dozens or even hun-
dreds of specific compounds” that may be
claimed in subsequent continuing applica-
tions based on a “lead compound” claimed
in the original application.31 Alternatives to
get around the proposed rules, such as
throwing a vast number of claims into the
parent application to attempt to cover any
and all potential final products, would be
prohibitively expensive and in many cases
would run afoul of the statutory written
description requirement.32 Thus, the pro-
posed rules could lead to increased expenses
for innovating entities, potentially translat-
ing to increased costs for consumers.

The biotech sector is by no means the
only industry questioning the PTO’s pro-
posed rules. Other major companies such
as Caterpiller Inc., Eastman Kodak Com-
pany and Texas Instruments have also
shared in a general disagreement over the
proposed rules. However, companies like
Microsoft, Cisco Systems and Ebay have
offered some support for the new rules, sug-
gesting that an indefinite number of
continuing applications is not necessary to
claim and define an invention. These and
other similarly oriented companies (many
of whom are likely licensees of patented
technology) may benefit economically and
in theory pass such savings to consumers. 

Constitutional Questions
A separate and perhaps more intriguing
issue is whether the PTO has the constitu-

tional authority to promulgate these pro-
posed rules. Prior to being sworn in as judge
for the U.S. Court of Appeals for the Federal
Circuit, Kimberly Moore (with co-author
Mark Lemley) wrote the following: “Limit-
ing the number of continuations that can be
filed may require an act of Congress.”33 Sec-
tion 120 of the Patent Act, referring to
continuing applications, states that “[a]n

application for patent for an invention …
shall have the same effect, as to such inven-
tion, as though filed on the date of the prior
application …”34 Many commentators,
including the North Carolina Bar Associa-
tion, see this statutory language as very
broad and unrestricted.35 Section 2 of the
Patent Act states that “[t]he [Patent] Office
… may establish regulations, not inconsis-
tent with law …”36 When Section 120 and
Section 2 are compared and read together,
the PTO does not appear to have authority
to limit the filing of continuing applications.
Additionally, as the North Carolina Bar
Association pointed out in its brief to the
PTO, “The C.C.P.A. has held that there is
no statutory basis under 35 U.S.C. § 120 to
limit the number of continuation applica-
tions allowed an applicant who otherwise
complies with the requirements of 35
U.S.C. § 120.”37

Representatives of the PTO, by contrast,
have suggested that the office does have
authority to make and promulgate rules
restricting continuing applications. PTO
Solicitor John Whealan stated on June 22,
2006: “We did think about the legality of
promulgating the rules, and I think we have
that authority.”38 Patent Commissioner
John Doll recently stated that a lawsuit is
likely and that the PTO has a “better than
50/50 chance of prevailing” against those

who challenge the constitutionality of the
proposed rules.39 If the proposed rules are
promulgated as currently written, a legal
showdown appears imminent.40

Conclusion
A final, and fundamental, issue is whether
the proposed rules will achieve the PTO’s
stated goals of increased efficiency and
improved quality of issued patents. Many
opposed to the proposed rules suggest that
the current backlog at the PTO will
merely shift to the Board of Patent
Appeals and Interferences, an outcome
that would fail to achieve any increased
efficiency.41 In contrast, supporters of the
changes suggest that the proposed rules
will force applicants to be specific and
clear with regard to what is claimed as the
applicant’s invention.42

The great Yogi Berra once said: “In the-
ory, there is no difference between theory
and practice. But in practice, there is.”
Perhaps only if, and when, we put the pro-
posed rules for continuing applications
into practice will we be able to evaluate
their effectiveness. Until then, the contro-
versy continues. ■

Roby practices intellectual property law at the
Knoxville firm of Luedeka, Neely & Graham
PC. He focuses on general, chemical and
mechanical patent prosecution as well as
trademark and copyright prosecution and liti-
gation. He can be reached at
rrobinson@LNG-patent.com.

Notes
1. In a reply e-mail dated Jan. 3, 2007,

Robert Clarke, the Deputy Director for the
Office of Patent Legal Administration stated
the following: “A final decision on the proposal
regarding continuing applications has not yet
been made by the [Patent] Office. Since there
has not been a final decision to move forward,
there is no timetable that I can share with you.”

2. “Director Dudas Says PTO has Made No
Final Decisions on Rules Changes,” Patent,
Trademark & Copyright Journal, Sept. 15, 2006,
vol. 72, p. 1785.

3. Many large companies such as Microsoft,

Proposed Rule Changes at the Patent Office: A Continuing Controversy
continued from page 3

"Perhaps only if, and when,
we put the proposed rules
for continuing applications
into practice will we be
able to evaluate their
effectiveness."
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Eastman Kodak Company and Caterpiller have
all submitted detailed comments on the pro-
posed rule changes, which are available at
www.uspto.gov.

4. Id. Many intellectual property organiza-
tions, state bar organizations, companies and
individuals have argued pointedly that the
PTO does not have the authority to create and
promulgate the proposed rules regarding plac-
ing limitations on the number of continuing
applications an applicant may file without any
additional showing.

5. Changes To Practice for Continuing
Applications, Requests for Continued Exami-
nation Practice and Applications Containing
Patentably Indistinct Claims, 71 Fed. Reg. 48
(Jan. 3, 2006). 

6. U.S. Constitution Art. I, § 8, cl. 8.
7. 35 U.S.C. § 154(a)(2).
8. To avoid being bound by excessive patent

law theory, the concept of a provisional appli-
cation versus a nonprovisional application is
not distinguished here, though it should be
noted that a continuation application or con-
tinuation-in-part application cannot be filed
based on a provisional application alone.

9. 37 CFR § 1.53(b). 
10. 35 U.S.C. § 120; M.P.E.P. § 201.11.
11. Though the U.S. patent system is still a

first to invent system (i.e., not a first to file sys-
tem), the potential for a competitor to file an
application first on the same subject matter,
thereby opening the door for an interference
proceeding, is not a desirable prospect and
should be avoided if possible. Moreover, most of
the world operates under a first to file system,
and recent occurrences suggest that the U.S.
may be headed in that direction. In June 2005,
the Hon. Lamar Smith, former chairman of the
House Judiciary Committee’s Subcommittee on
Courts, the Internet and Intellectual Property,
presented H.R. 2795 (Patent Act of 2005) call-
ing for, among other things, the U.S. patent
system to become aligned with the rest of the
world as a first to file system. The bill was
tabled in July 2005.

12. M.P.E.P. § 201.07. (“A continuation is a
second application for the same invention
claimed in a prior nonprovisional application
and filed before the original prior application
becomes abandoned or patented.”)

13. M.P.E.P. § 201.08. (“A continuation-in-
part is an application filed during the lifetime of
an earlier nonprovisional application, repeating
some substantial portion or all of the earlier
nonprovisional application and adding matter

not disclosed in the said earlier nonprovisional
application.” In re Klein, 1930 C.D. 2, 393 O.G.
519 [Comm’r Pat. 1930])

14. Though divisional applications and
requests for continued examination are some-
times lumped into this category, they are not
discussed in detail here.

15. M.P.E.P. § 201.11. 
16. Supra note 13.
17. Id.
18. Supra notes 12, 13.
19. An alternative option available under

the current rules is to file a request for contin-
ued examination (RCE) under 37 CFR § 1.114,
which amounts to buying another round of
prosecution. However, RCEs are not discussed
in detail here.

20. “CIP Practice Under and Beyond the
Proposed Rule Changes for Continuations,”
Hal Milton and James P. Bonnamy, September
2006, 88 JPTOS 9, 804, pp. 801-822. 

21. 35 U.S.C. §154(a)(2).
22. The overall rule package proposed by

the PTO also includes new requirements for
applicants to follow including the specific des-
ignation of which claims in a CIP application
should benefit from a prior-filed application
with specific reference to the portion of the
original disclosure that supports such desig-
nated CIP claims. 

23. Supra note 21.
24. “Debate About PTO Proposed Rules

Continues Among Practitioners,” Patent,
Trademark & Copyright Journal, June 30, 2006,
vol. 72, p. 1776. 

25. Supra note 5.
26. Id.; 35 U.S.C. § 122(b). 
27. Supra note 5.
28. For those more experienced in patent

prosecution strategy, the new rules are crafted
such that requests for continued examination
(RCE) and divisional applications fall within
the same framework, closing any potential out-
let that one might expect to find there.

29. A continuing application cannot be
filed unless a parent application is still pending,
so when an application is allowed by the patent
office, the applicant has no more time to wait

before having to file a continuing application,
if at all.  

30. Supra note 11.
31. “Comments re Proposed Rules re Con-

tinuation Practice” submitted to the USPTO
by Neurocrine Biosciences Inc. on May 2,
2006; “Comments on Behalf of Pfizer Inc. in
Response to the United States Patent and
Trademark Office’s Proposed Rule Change to
Examination and Continuation Practice” sub-
mitted to the USPTO by Pfizer Inc. on May 3,
2006.

32. 35 U.S.C. § 112, ¶1.
33. “Ending Abuse of Patent Continua-

tions,” Mark A. Lemley and Kimberly A.
Moore, 84 B.U. L. Rev. 63, 107 (2004). Citing
In re Henriksen, 399 F.2d 253, 262 (C.C.P.A.
1968).

34. 35 U.S.C. § 120. (emphasis added)
35. “Comments on Proposed Changes to

Practice for Continuing Applications, Requests
for Continued Examination Practice and
Applications Containing Patentably Indistinct
Claims” submitted to the USPTO by the North
Carolina Bar Association on May 1, 2006.

36. Id. (quoting 35 U.S.C. § 2)
37. Id. (citing In re Henriksen, 399 F.2d 253

[C.C.P.A. 1968])
38. Supra note 5.
39. “PTO Commissioner Doll Says That

Limiting Continuations Will Improve Patent
Landscape,” Patent, Trademark & Copyright
Journal, Oct. 27, 2006, vol. 72, p. 1791.

40. Id. (John Doll flatly stated on Oct. 19,
2006, “We [PTO] know we’re going to get
sued.”)

41. “Comments from Isis Pharmaceuticals
regarding Proposed Changes to Practice for
Continuing Applications, Requests for Contin-
ued Examination Practice and Applications
Containing Patentably Indistinct Claims” sub-
mitted to the USPTO by Isis Pharmaceuticals
Inc., on May 1, 2006. (citing 25 U.S.C. §
154(b)(1))

42. “Comments re Notice of Proposed Rule
Making — AB93” submitted to the USPTO by
Ebay Inc. on May 2, 2006.

To learn more about continuing applications and
the other proposed rule changes visit the PTO’s
web site at www.USPTO.gov and follow the link
labeled “Proposed Rule Changes.” 
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No doubt your robot overlords (after
mercilessly tasering you) have
repeatedly explained that effective

Dec. 1, 2006, the Federal Rules of Civil
Procedure were amended to address dis-
covery of “electronically-stored
information.” To the consternation of both
the creators of the Edge Side Includes
computer language (www.esi.org) and the
shareholders of Electro Scientific Indus-
tries (www.esi.com), the shorthand
nomenclature (SHM) that appears to have
stuck for the term “electronically-stored
information,” not surprisingly, is “ESI.”

There are a number of available
resources that provide a thorough and
helpful discussion of how the new e-dis-
covery rules change both the way
discovery occurs in federal court and the
way lawyers interact with clients. This col-
umn is not one of them.

Sure, I could use this opportunity to
walk you through just how complicated it
is to comply with the new meet-and-con-
fer requirements under Rule 26(f) given
that counsel is restricted to communicat-
ing with opposing counsel regarding a
proposed scheduling order by beaming pro-
posals between next-generation,
JavaScript-enabled Blackberries. But what
is the point? If you aren’t already aware
that the only proper way to object to a dis-
covery request on the grounds that your
client’s ESI is not “reasonably accessible” is
to post the objection on one of seven fed-
erally-approved blogs (e.g., Objectablog or
Blogject), which then distributes the
objection to opposing counsel via RSS
stream, then you really need to just go
ahead and surrender your law license.

Instead, I want to talk about why anyone
ever thought the term “e-discovery” was a
good idea in the first place. As a concept, it
seems both redundant and unwieldy. It
should have been called “discover-e” — it’s
catchier and hipper and uses fewer bits of
memory (a huge plus given all the ESI we
have to keep track of nowadays).

And, before you try and justify “e-dis-
covery” as perfectly legitimate
nomenclature, perhaps by reference to the
term “e-mail” for example, be warned that

I have something to say about how our cul-
ture uses the term “e-mail” and you really
don’t want me to go there. Rest assured, if
you force me to talk about this you will
wish instead that you had asked me to
explain why I consider the old proverb, “A
bird in the hand is worth two in the bush”
to be so poorly constructed as to be of no
use. In fact, I will make you a deal. You
drop any plans to argue that e-discovery is
a better title based on reference to e-mail,
and I will refrain from typing even one
word further about the issue. Do we have a
deal?  Let me make this clear, I will con-
strue your silence as refusal of my deal
unless you speak up. Fine. Be that way.

Why have we as a society consented to
the notion that the plural of e-mail is e-
mails? For those who do not know me
(people I affectionately refer to as “the
lucky”), I can, from time-to-time, be a bit
of an obsessive freak (William Safire
prefers the term “maven”) when it comes
to grammar and usage. Recently, a bright
young lawyer (BYL) not among “the
lucky” asked me about the proper plural for
the word “e-mail.” We discussed both the
fact that “e-mail” is simply a short form for
electronic mail and that the plural of
“mail,” of course, is “mail” not “mails.”

Regrettably, relying on the rationale
that anything that gets in the way of com-
municating your ideas is incorrect in legal

writing, I was forced to tell this BYL to
stick with the conventionally accepted plu-
ralization “e-mails,” even though its usage
rests on some fairly shaky intellectual ter-
rain. Unfortunately for me, I have been
unable to fully move on after that conver-
sation. Now, every time someone tells me
that I have “too many e-mails in my inbox”
or something similar, I cringe in a manner
usually reserved for idle time spent staring
contemptuously at the signs in the check-
out area of grocery stores that still
apparently refuse to recognize the
“less/fewer” snafu. Although I suspect I will
continue to cringe, even I know the impor-
tance of picking battles. I can live in a
world where the plural of “e-mail” remains
“e-mails,” but society should now consider
itself warned that if we start referring to
multiple electronic representations of deer,
sheep or moose as “e-deers,” “e-sheeps” or
“e-mooses,” then I will have no choice but
to fire up some Rage Against the Machine
on my iPod and launch the revolution.

Now, don’t you wish you had just made
that deal? ■

Brian is a partner with Adams and Reese LLP
in Memphis and, if you are dying to know why
he has a problem with the “bird in hand”
proverb, he can be contacted at brian.faugh-
nan@arlaw.com.
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Basics of Business Law
March 14 • 3-5 pm local time 
Chattanooga: Sticky Fingers

420 Broad Street, 423-265-7427
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Memphis: Boscos

2120 Madison Avenue, 901-432-2222
Nashville: To Be Determined
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& Document Management
September 19 • 3-5 pm local time
Chattanooga: Sticky Fingers
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Knoxville: Downtown Grill & Brewery

424 South Gay Street, 865-633-8111
Memphis: Boscos

2120 Madison Avenue, 901-432-2222
Nashville: To Be Determined

The Tennessee Bar Association
221 Fourth Avenue North, Suite 400
Nashville, TN 37219

TennesseeYoung Lawyer

Upcoming CLE for Young Lawyers


